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Glossary 
 
 
Absolute Grounds  
Objections which may be raised against an application for a registered trade mark which 
concern the inherent nature of the trade mark itself. Trade Marks Act 1994 section 3. 
 
Abstract  
One of the documents which must be provided when applying for a patent. It should 
contain a concise summary of the invention (normally in no more than 150 words), 
setting out the technical field to which the invention belongs, the problem addressed by 
the invention, its solution, and the invention’s principal use(s). The purpose of the 
abstract is to facilitate searching. Patents Act 1977 section 14. 
 
Account of Profits  
An equitable monetary remedy which seeks to transfer to the claimant the net profits 
made by the defendant. In some circumstances it can be a more effective means of 
redress than an award of damages. 
 
Additional Damages  
In cases only of copyright and unregistered design right infringement, the award of 
additional compensation by a court where the defendant’s conduct has been particularly 
flagrant. CDPA 1988 sections 97 and 229. 
 
Advertisement  
Part of the procedure for the registration of a trade mark. Once it has been accepted for 
registration by the Trade Marks Registry after examination, the mark is advertised in the 
Trade Marks Journal. Owners of earlier rights wishing to lodge an opposition to the 
application have a maximum period of three months within which to do so. Trade Marks 
Act 1994 section 38. 
 
Amendment  
In the case of patents, the description or claims may be amended, usually to avoid prior 
art or some other objection to validity. Amendment may be during application or after 
grant. An amendment of the description may not introduce matter extending beyond that 
disclosed in the application, and an amendment of the claims may not extend the scope 
of protection. An unallowable amendment to the description or claims is a ground of 
revocation. Patents Act 1977 sections 19, 27, 72, and 76. In the case of trade marks, an 
amendment to an application to register may only restrict the statement of goods or 
services or correct the applicant’s details. Trade Marks Act 1994 sections 39, 44. 
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Anticipation 
In order to be patentable, an invention must be new, that is, not form part of the state of 
the art. The state of the art comprises everything which has been made available to the 
public in the United Kingdom or elsewhere before the priority date of the invention. Prior 
art will anticipate an invention where it contains an enabling disclosure, that is, it 
enables the skilled addressee, without undue burden, to put the invention into effect. 
 
Applicant  
A person or organisation seeking to obtain a patent, registered design or trade mark. 
 
Article  
The subject matter of unregistered design right protection. 
 
Assignment  
The transfer of the ownership of an intellectual property right from one person or 
organisation to another. To be effective, the assignment must be in writing. In the case 
of registrable intellectual property rights, the change of ownership must be recorded on 
the relevant register of patents, registered designs or trade marks. Hence: 
 
Assignee  
The person receiving the ownership of the intellectual property right as a result of the 
transfer. 
 
Assignor  
The transferor of the ownership of the intellectual property right. 
 
Author  
In the case of copyright, the creator of a work. In order for a work to attract United 
Kingdom copyright, the author must be a qualifying person. In the case of works 
covered by the Berne Convention, it is the author’s life which will determine the duration 
of protection, and it is the author who is given a number of moral rights. 
 
Berne Convention  
The Berne Convention for the Protection of Literary and Artistic Works. The principal 
multilateral copyright convention, first signed at Berne in 1886 and last revised in Paris 
in 1971. It is administered by WIPO and obliges Contracting States to observe the 
principle of national treatment. It covers literary, dramatic, musical and artistic works 
and films, and stipulates that copyright protection is to arise automatically without the 
need for any formality such as registration or the use of a copyright notice. 
 
Breach of Confidence  
The unauthorised use or disclosure of confidential information which has been 
communicated in circumstances (express or implied) when a duty of confidence arises. 
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Cancellation  
In the case of registered designs, the removal of a design from the register on the 
grounds that it is invalid. The equivalent of revocation in the law of patents. Registered 
Designs Act 1949 section 11. 
 
Certification Mark  
A particular type of trade mark protectable through registration at the Trade Marks 
Registry. Its function is to signify that goods or services comply with certain objective 
standards in respect of origin, material, mode of manufacture, quality, accuracy or other 
characteristics. Regulations governing the use of a certification mark must be submitted 
to and approved by the Registrar of Trade Marks. Trade Marks 
Act 1994 section 50. 
 
Claim 
Located at the end of a patent specification after the description of the invention. It is a 
statement of the extent of the monopoly granted by the patent. It is to be interpreted 
purposively through the eyes of the skilled addressee (in the light of the description and 
any drawings) so as to combine a fair degree of protection for the patentee with a 
reasonable degree of certainty for third parties. A claim may relate to a product or a 
process, and a patent usually contains a number of claims, some of which may be 
independent of each other. Patents Act sections 14, 125. 
 
Claimant  
Under the Civil Procedure Rules, the person (formerly called ‘plaintiff’) who institutes 
proceedings against another by issuing a claim form. 
 
Collective Mark  
A particular type of trade mark protectable through registration at the Trade Marks 
Registry. Its function is to indicate who is entitled to use the mark, normally members of 
an association which owns the mark. It may imply a guarantee of objective standards, 
but does not have to do so. Regulations identifying who is authorised to use the mark, 
the conditions of membership and the conditions of use must be submitted to and 
approved by the Registrar of Trade Marks. Trade Marks Act 1994 section 49. 
 
Classification  
In the case of trade marks, the system of classifying goods and services for the 
purposes of trade mark registration. Under the Nice Agreement for the International 
Classification of Goods and Services 1957, there are 34 classes of goods and 11 
classes of services in respect of which a mark may be registered. There is also an 
International Patent Classification System and an International Classification System for 
Designs. All of these Treaties are administered by WIPO. 
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Commission  
In cases only of registered designs and the unregistered design right, an agreement 
whereby one person (the commissioner) requests another (the designer) to create the 
design and undertakes unconditionally to pay for the design in any event. The effect of 
the agreement is that ownership of the design vests automatically in the commissioner 
rather than the designer. The same rule does not apply to copyright. 
Registered Designs Act 1949 section 2; CDPA 1988 section 215. 
 
Common General Knowledge  
Background information deemed to be possessed by the notional skilled addressee of a 
patent specification. 
 
Commonplace  
An unregistered design cannot be protected if it is commonplace in the design field in 
question, even if it is original. ‘Commonplace’ has been judicially defined as ‘trite, trivial, 
common-or-garden, hackneyed, or of the type which would excite no peculiar attention 
in those in the relevant art.’ CDPA section 213. 
 
Comptroller  
The official title of the Head of the United Kingdom Intellectual Property Office (UKIPO) 
(the Comptroller General of Patents, Designs and Trade Marks) (now also called the 
Chief Executive). 
 
Compulsory licence  
A licence which the owner of a United Kingdom patent may be ordered to grant against 
its will. The intending licensee must previously have made efforts to obtain a voluntary 
licence on reasonable commercial terms and have been refused. The reason why such 
a licence may be ordered is failure on the part of the patentee to exploit the patent. The 
order granting such a licence is made by the United Kingdom Intellectual Property 
Office (UKIPO), who will also settle the terms of the licence. Patents Act 1977 section 
48. 
 
Confidential Information  
Secret information (i.e. information not in the public domain) which, provided that it has 
been disclosed in circumstances imposing a duty of confidentiality, is protectable by 
means of an action for Breach of Confidence. The information must not be useless, 
trivial, vague or immoral and must capable of being identified and certain. 
 
Contributory Infringement  
In the case of a patent (where it is properly called ‘indirect infringement’), supplying the 
essential means for putting the invention into effect, knowing that those means are 
suitable for putting the invention into effect. Liability does not arise in the case of the 
supply of a staple commercial product. Patents Act 1977 section 60. In the case of a 
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registered trade mark, applying a registered trade mark to material intended to be used 
for labelling or packaging goods, as a business paper, or for advertising goods or 
services, knowing or having reason to believe that the application of the mark is not 
authorised. Trade Marks Act 1994 section 10. In the case of copyright, making, 
importing, possessing in the course of a business, or selling or hiring, an article 
specifically designed or adapted for making infringing copies; permitting the use of 
premises for an infringing performance; and in the context of infringement of a work by 
public performance, supplying apparatus for the playing of sound recordings, the 
showing of films or receiving images or sounds by electronic means. In each case the 
defendant must know or have reason to believe that the equipment or premises would 
be used to infringe copyright. CDPA 1988 sections 24–26. 
 
Convention Country  
In the case of patents, registered designs and trade marks, a country which is a 
Contracting State of the Paris Convention or of the WTO; in the case of copyright, a 
country which is a Contracting State either of the Berne Convention, the Universal 
Copyright Convention or the Rome Convention or of the WTO. In the case of 
Performers’ Rights, a Contracting State either of the Rome Convention or the WTO. 
 
Copyright  
The category of intellectual property right which protects works, provided they are 
original, recorded in a material form, and the author is a qualifying person. The 
exclusive rights conferred by copyright are to reproduce the work, issue copies of it to 
the public, perform the work in public, communicate the work to the public and adapt the 
work. CDPA 1988 sections 1,16. 
 
Damages  
The common law monetary remedy for the infringement of an intellectual property right. 
Such an award is tortious in nature, that is, it seeks to restore the claimant to the 
position they would have been in had the infringing conduct not been committed. The 
measure of damages may be either lost profits (for trade mark infringement and for 
patent infringement where the patentee intends to manufacture the patented product 
themselves) or (in most other cases) a reasonable licence fee. 
 
Database Right  
The category of intellectual property right which protects a collection of independent 
works, data, or other materials, arranged in a systematic or methodical way and 
individually accessible by electronic or other means. The database must be the result of 
a substantial investment, either qualitatively or quantitatively in the obtaining, 
verification, or presentation of its contents. Such database confers on its owner the right 
to prevent extraction and/or re-utilisation of the whole or a substantial part, evaluated 
qualitatively and/or quantitatively, of the contents of the database. Copyright and Rights 
in Databases Regulations 1997 Articles 12–16. 
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Description  
The first part of the patent specification in which the patentee is required to set out a 
description of the invention clearly and concisely so that it can be performed by the 
skilled addressee. Failure to do so renders the description insufficient. Patents Act 1977 
section 14. 
 
Dilution 
Harm caused to the advertising power of a trade mark with a reputation. Under EU law, 
such harm can take one of three forms: detriment to the distinctive character of the 
mark (‘whittling away’ or ‘blurring’); detriment to the repute of the mark (‘tarnishment’ or 
‘degradation’); or taking unfair advantage (‘parasitism’ or ‘free-riding’). Trade Marks Act 
1994 sections 5(3), 10(3). 
 
Disclosure  
In the context of litigation, a court order requiring a party to the litigation to disclose 
certain documents. Civil Procedure Rules Part 31. In patent law: (a) the requirement 
that the description of the invention discloses it sufficiently for it to be performed by the 
notional skilled addressee; and (b) in relation to novelty, the question of whether an item 
of information is part of the prior art as a result of having been made available to the 
public. Patents Act 1977 sections 14(3) and 2. 
 
Discovery  
In the context of litigation, a court order requiring the defendant to reveal the name or 
names of parties who have committed an infringing act. In the context of patent law, one 
of the list of matters excluded from patentability and often described as the opposite of 
an invention. Patents Act 1977 section 1(2). 
 
EEA  
The European Economic Area, that is the current 27 Member States of the European 
Union together with those members of the European Free Trade Area (EFTA) which 
have agreed to join the EEA, namely Norway, Iceland and Liechtenstein. The four 
freedoms found in the Treaty on the Functioning of the European Union (TFEU) 
(formerly the Treaty of Rome) (free movement of goods, persons, services and capital) 
together with EU competition policy apply in the EEA. Consequently, internal market 
harmonisation Directives implementing the four freedoms (in particular, those dealing 
with intellectual property) extend to the EEA Contracting States. 
 
Enabling Disclosure  
In patent law: (a) the requirement that the description of the invention in the patent 
specification be clear and complete enough to enable the notional skilled addressee to 
perform the invention; (b) in relation to novelty, the requirement that the prior art must 
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enable the skilled addressee to carry out what is claimed in the later patent in order for 
the prior art to be an anticipation of that patent. 
 
EPC  
The European Patent Convention 1973, promulgated by the Council of Europe, which 
creates a regional system for the centralised grant of patents. Membership of the 
Convention is open to any country which is a Contracting State of the Council of 
Europe. The 2000 revisions to the Convention came into force on 13 December 2007. 
 
EPO  
The European Patent Office, the body established under the EPC with responsibility for 
granting European patents. 
 
EU Design  
A unitary design effective throughout all the Member States of the EU. It may be 
registered or unregistered. Registered EU designs may only be obtained from OHIM. 
Council Regulation (EC) No 6/2002 on Community designs. 
 
EU Patent  
The intended unitary patent effective throughout all the Member States of the EU, which 
is to be a particular type of European patent, i.e. one granted by the EPO designating 
the EU as its territory of protection. Draft Regulation on the EU Patent 2009. 
 
EU Trade Mark  
A unitary trade mark effective throughout all the Member States of the EU. It cannot be 
acquired by use, but only by registration at OHIM. Council Regulation (EC) No 40/94 on 
the Community trade mark, repealed and codified by Council Regulation 
(EC) No 207/2009 on the Community trade mark. 
 
European Patent  
A patent granted by the EPO in Munich for all or some of the Contracting States of the 
EPC. Once granted, such patents become national patents in the relevant designated 
states. 
 
Examination  
In the context of registrable intellectual property rights (patents, registered designs and 
trade marks) the scrutiny of the application by the United Kingdom Intellectual Property 
Office (UKIPO). In the case of patents, such examination will, at the request of the 
applicant, entail a preliminary examination to ensure compliance with the legislation, 
and a substantive examination to determine patentability. In the case of registered 
designs, the examination will be to ensure that the application complies with rules made 
under the legislation, is by the rightful owner and meets the definition of design and the 
criteria for protection. In the case of trade marks, examination is to ensure compliance 
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with the legislation and that there is no objection to the mark under the absolute 
grounds of refusal. Patents Act 1977 sections 17–18; Registered Designs Act 1949 
section 3A, Trade Marks Act 1994 section 37. 
 
Exceptions to Patentability  
Certain items which although possessing technical character are denied patent 
protection on grounds of public policy, namely inventions contrary to morality, plant and 
animal varieties, and methods of treating animals and humans. Patents Act 1977 
section 1(3), Schedule A2 and section 4(A)(1). 
 
Excluded Subject Matter  
In relation to patents, certain items which are deemed not capable of patent protection 
as such, usually because they are of a non-technical or abstract nature. Patents Act 
1977 section 1(2). 
 
Exclusive Licence  
A licence in which the licensor undertakes neither to exploit the intellectual property 
right themselves nor to grant a licence to anyone else. 
 
Exhaustion of Rights  
A defence to an action for the infringement of a trade mark, patent, design or copyright 
in which the defendant argues that the owner of the right in question cannot object to 
further dealings in the goods because those goods (which are parallel imports) have 
been put into circulation with the consent of the proprietor. Such defence arises where 
the goods were first put into circulation in the EEA, but not where they were first sold 
anywhere else in the world. Trade Marks Act 1994 section 12; CDPA 1988 section 18. 
 
Filing Date  
The actual date on which the relevant formalities for an application for a patent, 
registered design or trade mark are completed. The period of protection is always 
calculated from this date. The validity of the patent, registered design or trade mark will 
be assessed as of this date, unless the application claims priority from an earlier filing in 
another Convention country, in which case validity is assessed by reference to the 
earlier date. 
 
Freezing Order  
Formerly known as a Mareva injunction, an interim order of the court restraining a party 
from removing from the jurisdiction assets located there; or restraining a party from 
dealing with any assets whether located within the jurisdiction or not. The objective is to 
ensure that there are enough of the defendant’s assets within the jurisdiction to 
compensate the claimant should the claim succeed. Civil Procedure Rules Part 25. 
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Geographical Indications  
A name or other indication which identifies that a product comes from a particular region 
or locality, such that a particular quality or characteristic is attributable to its geographic 
origin. Protected in the EU under Council Regulation (EC) No 510/2006 on the 
protection of geographical indications and designations of origin for agricultural products 
and foodstuffs. 
 
Goodwill  
Intangible personal property belonging to a business protectable at common law 
through the action of passing off. Goodwill is local and depends on the existence of 
customers within the United Kingdom. It is ‘the attractive force which brings in custom’ 
or ‘that which distinguishes a new business from an old’. 
 
Grant  
The technical term for the registration of a United Kingdom patent, reflecting its 
historical origin as an exercise of the Crown prerogative. 
 
Individual Character  
One of the two principal criteria for the protection of a registered design, under both 
United Kingdom and EU law. Registered Designs Act 1949 section 1B(3). 
 
Industrial Application  
One of the key requirements of patentability. It means that the invention must be useful. 
Patents Act 1977 section 4. 
 
Industrial Property  
The term previously used to describe those intellectual property rights falling within the 
scope of the Paris Convention, namely patents, registered designs and trade marks, in 
contrast to ‘intellectual property’, a term used until the mid-1960s to refer just to 
copyright and related rights. ‘Intellectual property’ is generally used today to refer to all 
categories of rights. 
 
Informed User  
The hypothetical person through whose eyes the individual character of a registered 
design is assessed. Registered Designs Act 1949 section 1B(3). 
 
Infringement  
Conduct by a third party who does not have the consent of the intellectual property 
owner which amounts to a ‘trespass’ on the exclusive right granted by statute to the 
owner of the right in question. Patents Act 1977 section 60, Registered Designs Act 
1949 section 7, Trade Marks Act 1994 section 9, CDPA sections 16–27 and 226. 
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Infringing Imports  
Goods imported into the United Kingdom when they have been made elsewhere without 
the consent of the intellectual property owner, either by a competitor or counterfeiter. 
 
Injunction  
A court order directing that certain acts do or do not take place or continue. An 
injunction may be ordered in all cases in which it appears to the court to be just and 
convenient to do so. Senior Courts Act 1981 section 37 and Civil Procedure Rules Part 
25. 
 
Insufficiency  
An objection which may be made to a patent application, as well as being a ground of 
revocation of a granted patent, to the effect that the description of the invention does not 
disclose the invention clearly and completely enough for it to be performed by the skilled 
addressee. Patents Act 1977 section 14(3), section 72(1)(c). 
 
Integer  
An element or part of a patent claim. 
 
Invalidity  
The argument that a registered intellectual property right should never have been 
entered on the register because it fails to comply with one or more statutory 
requirements, so that it should be removed from the appropriate register. Such removal 
is retrospective to the filing date. 
 
Invention  
The subject matter of patent protection, something which according to the EPO must 
have technical character, that is, there must be a physical entity or concrete product, 
man-made for a utilitarian purpose. 
 
Inventive Concept  
The ‘epitome’ or ‘essence’ or ‘kernel’ of an invention. It is derived from an analysis of 
the claims in the light of the problem which the patentee was trying to solve. Not to be 
confused with inventive step. 
 
Inventive Step 
One of the key requirements of patentability. An invention has inventive step if it is not 
obvious to the skilled addressee. Patents Act 1977 section 3. 
 
Joint Authors  
In copyright, where two or more people have contributed to the creation of a literary, 
dramatic, musical or artistic work. It must not possible to identify their respective 
contributions. CDPA 1988 section 10. 
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Know How  
Technical information, not necessarily patentable, but of economic value, which is 
secret, substantial and identifiable. It is capable of being licensed, although any such 
licence must comply with the requirements of EU and United Kingdom competition law. 
 
Licence  
Permission (normally contractual) to exploit an intellectual property right. Such 
permission means that the licensee cannot be an infringer. A licence (nb the 
English as opposed to US spelling of the noun) confers personal rights only and is not 
proprietary in nature. 
 
Licensee  
The person to whom a licence is granted. 
 
Licensor  
A person granting a licence of an intellectual property right. 
 
Licence of right  
In the case of patents, the patentee may at any time after grant apply to the United 
Kingdom Intellectual Property Office (UKIPO) to have the patent endorsed ‘licence of 
right’. The endorsement acts as an invitation to third parties to apply for a licence. In the 
case of a dispute as to the terms of an intended licence, the terms may be settled by the 
United Kingdom Intellectual Property Office (UKIPO). The advantage of the 
endorsement is that renewal fees are halved. Patents Act 1977 section 46. In the case 
of unregistered design right, during the last five years of the term of protection, a 
potential infringer can demand a licence of right to exploit the design. In the case of a 
dispute as to the terms of an intended licence, the terms may be settled by the United 
Kingdom Intellectual Property Office (UKIPO). CDPA 1988 section 237. 
 
Madrid System  
The system for the international registration of trade marks administered by WIPO. 
 
Malicious Falsehood  
A common law tort analogous to defamation. It involves an untrue statement which 
disparages the claimant’s goods or business, made with malice, which causes 
pecuniary loss in respect of the claimant’s office, trade, profession, calling or business. 
 
Moral Rights  
Those rights accorded to the author of a literary, dramatic, musical or artistic work or 
film under the provisions of the Berne Convention 1886 which are separate from the 
copyright in the work and which remain personal to the author, and, after the author’s 
death, their successors. Moral rights comprise the right to be identified as author and 
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the right to object to derogatory treatment of the work. CDPA 1988 sections 77, 80. 
Similar moral rights are now accorded to performers: The Performances (Moral Rights 
etc.) Regulations 2006. 
 
National Treatment  
One of the fundamental principles of the Berne Convention, the Paris Convention and 
TRIPs. Any Contracting State to these conventions is required to provide the same 
protection under domestic law to foreign nationals as it does to its own nationals. 
 
Neighbouring Rights  
Rights which are regarded in some countries as analogous to copyright. Such rights are 
covered by the Rome Convention, namely phonograms (sound recordings), 
performances, and broadcasts. Under United Kingdom copyright law, sound recordings, 
and broadcasts are treated as copyright works, whilst performer’s rights are dealt with 
by Part II of the CDPA. 
 
Nice Agreement  
The Nice Agreement for the International Classification of Goods and Services 
1957, under which there are 34 classes of goods and 11 classes of services in respect 
of which a trade mark may be registered. The Agreement is administered and 
periodically revised by WIPO. Trade Mark (Amendment) Rules 2001 Schedule 4. 
 
Non-exclusive Licence  
A licence which does not prevent the licensor from appointing other licensees nor from 
exploiting the intellectual property right itself. 
 
Novelty  
In relation to patents, one of the key requirements of patentability. The information 
contained in the patent must not have been made available to the public anywhere in 
the world before the priority date of the patent. However, in order to destroy novelty, the 
prior art must contain an enabling disclosure. Patents Act 1977 section 2. In relation to 
registered designs, one of the key requirements of registrability, the meaning being the 
same as in the law of patents. Registered Designs Act 1949 section 1B. 
 
Observations  
The ability of a third party to make informal written representation to the United Kingdom 
Intellectual Property Office (UKIPO) concerning a published patent application as to its 
patentability or an advertised trade mark application as to whether it should be 
registered. A person who makes observations does not become party to the 
proceedings. Patents Act 1977 section 21; Trade Marks Act 1994 section 38. 
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Obviousness  
The converse of inventive step in the law of patents. Whether an invention is obvious is 
judged through the eyes of the notional skilled addressee in the light of their common 
general knowledge. Patents Act 1977 section 3. 
 
OHIM  
The Office for Harmonisation in the Internal Market (Trade Marks and Designs). The EU 
institution responsible for the registration of EU Trade Marks and EU Designs. 
 
Opposition  
In the case of trade marks, the procedure whereby formal objections can be raised by 
the owner of an earlier right to a later application. In the case of patents, there is no 
system of opposition under United Kingdom law (although there was under the Patents 
Act 1949), but a European Patent can be opposed at the EPO during the 9-month 
period after it has been granted. Trade Marks Act 1994 section 38. 
 
Original  
The principal criterion which must be satisfied for either copyright or unregistered design 
right to arise. It means ‘not copied’, i.e. that the work or design originated with the 
author or designer. 
 
Parallel Imports  
Goods to be imported into the United Kingdom which have been placed in circulation in 
another country, either by the United Kingdom intellectual property owner, or by their 
subsidiary or licensee or someone else acting with their consent. 
 
Paris Convention  
The Paris Convention for the Protection of Industrial Property. The principal multilateral 
convention dealing with industrial property, i.e. patents, registered designs and trade 
marks. It was first signed at Paris in 1883 and last revised in Stockholm in 1967. 
Besides laying down minimum standards for the registration of such rights, it also deals 
with unfair competition. It is administered by WIPO and obliges Contracting States to 
observe the principle of national treatment. 
 
Passing Off  
The protection available at common law to protect unregistered trade marks. To 
succeed in an action for passing off, the claimant must prove that the name, mark, or 
other symbol which has been used in the course of trade has acquired reputation or 
goodwill; that the defendant has made a misrepresentation to customers in the course 
of trade to lead such customers to believe that the claimant is responsible for the goods 
or services supplied by the defendant; and that such misrepresentation has or will 
cause damage to the claimant’s goodwill. 
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Patent  
The category of intellectual property right which protects an invention (that is, something 
having technical character) provided it possesses novelty and inventive step, and is 
susceptible of industrial application and not excluded from patent protection. The 
exclusive right conferred by the grant of a patent is to make, dispose of, offer to dispose 
of, use, import or keep a patented product, to use or offer for use a patented process, or 
dispose of, offer to dispose of, use, import or keep a product derived directly from a 
patented process. Patents Act 1977, sections 1, 60. 
 
Patentability  
The criteria which must be met by an invention in order for a patent to be granted. 
These are novelty, inventive step, susceptibility of industrial application, and not falling 
within the list of exceptions and exclusions. Patents Act 1977 section 1. 
 
Patentee  
The person to whom a patent is granted. 
 
PCT  
The Patent Co-operation Treaty 1970, administered by WIPO. It facilitates the 
simultaneous multiple filing of national patent applications. 
 
Performers’ Rights  
Protection accorded to those who undertake live dramatic performances, musical 
performances, readings of literary works, or performances of variety acts. Such 
protection is separate from any copyright which may or may not subsist in the work 
being performed. In order to be protected under United Kingdom law, the performer 
must be a qualifying individual or the performance must take place in a qualifying 
country. CDPA 1988 sections 180, 181. 
 
Plant Variety Right  
The category of intellectual property rights (sometimes called plant breeders’ rights) 
which protects botanical material. A plant variety means a plant grouping within a single 
botanical classification of the lowest known rank which is distinct, uniform, stable, and 
new. Protection may be granted either by the United Kingdom Plant Variety Rights 
Office under the Plant Varieties Act 1997 or by the EU Plant 
Varieties Office under Council Regulation (EC) No 2100/94 on Community plant variety 
rights. The relevant international convention is the International Convention for the 
Protection of New Varieties of Plants 1961 (UPOV). 
 
Preliminary Examination  
A step in the procedure for the grant of a United Kingdom patent, in which the Patent 
Examiner will scrutinise the application to determine whether it complies with the formal 
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requirements of the Act. Such step must be initiated by the patent applicant. Patents Act 
1977 section 17. 
 
Prior Art  
Information of any kind which has been made available to the public at the priority date 
of a patent. It is against this state of the art that the patent application is compared in 
order to decide whether it meets the requirements of novelty and inventive step. 
Patents Act 1977 sections 2, 3. Similarly, in the case of registered designs, the 
application is compared with the prior art to see if it is new and has individual character. 
Registered Designs Act 1949 section 1. 
 
Priority  
The ability of an applicant for a United Kingdom patent, registered design or trade mark 
to backdate the United Kingdom fi ling to an earlier national filing in another Convention 
country. Convention priority must be claimed within 12 months in the case of a patent 
application, and within 6 months in the case of registered designs and trade marks. In 
each case the applicant for and subject matter of the United Kingdom fi ling must be the 
same as the earlier Convention application. Patents Act 1977 section 5, Registered 
Designs Act 1949 section 14, Trade Marks Act 1994 section 35. 
 
Priority Date  
The date at which the validity of an application for a patent, registered design or trade 
mark is decided. Such date will be the actual filing date of the application in the United 
Kingdom, unless the applicant claims priority from an earlier fi ling in another 
Convention country, in which case validity is determined as of the earlier date. Patents 
Act 1977 section 5, Registered Designs Act 1949 section 14, Trade Marks Act 1994 
section 35. 
 
Prior Use  
In the case of patents and registered trade marks, a defence to an infringement action, 
whereby the defendant alleges that its use commenced before the priority date of the 
claimant’s patent or trade mark. Patents Act 1977 section 64; Trade Marks Act 
1994 section 11(3). 
 
Process Claim  
A statement in a patent which claims a monopoly in how to make something or how to 
use something or how to do something. 
 
Product  
The subject matter of registered design protection. 
 
Product claim  
A statement in a patent which claims a monopoly in a tangible thing. 
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Publication  
In the case of patents, an application will be automatically published in the Patents 
Journal 18 months after it is filed, unless the applicant withdraws it beforehand or unless 
the information it contains is thought to be prejudicial to the defence of the realm or the 
safety of the public, in which latter case the United Kingdom Intellectual Property Office 
(UKIPO) may prohibit its publication. The fact that a patent has been granted will also 
be published in the Patents Journal. Patents Act 1977 sections 16, 22 and 24. 
 
Public Interest  
‘In the public interest’ is a defence to the action for breach of confidence, and is also a 
defence to copyright infringement. To justify their wrongdoing, the defendant must show 
that it is in the interests of society that confidential information is disclosed or an act of 
copyright infringement is committed. 
 
Qualifying Country  
In respect of Performers’ Rights, a state which is a party either to the Rome Convention 
or to the TRIPs Agreement. CDPA 1988 section 208. 
 
Qualifying  
Individual In respect of Performers’ Rights, a performer who is entitled to protection 
under United Kingdom law by virtue of being a subject of or resident in a qualifying 
country. In respect of the artist’s resale right (a category of moral right), the artist must 
be a national of an EEA Contracting State or of a state listed in the relevant 
Regulations. CDPA 1988 sections 180, 181, 206; The Artist’s Resale Rights 
Regulations 2006. 
 
Qualifying Performance  
In respect of Performers’ Rights, a performance which is protected under United 
Kingdom law either because it has been given by a qualifying individual or because it 
has taken place in a qualifying country. CDPA 1988 sections 180, 181. Qualifying 
Person One of the factors used to determine whether a work is entitled to protection 
under United Kingdom copyright law, or whether an unregistered design right is entitled 
to United Kingdom protection. CDPA 1988 sections 153–159, 213(5), 217–220. 
 
Registered Design  
Under both United Kingdom and EU law, the category of intellectual property right which 
protects the appearance of the whole or part of a product which results from the lines, 
contours, colours, shape, texture, or materials of the product or its ornamentation. To be 
registered, the design must have novelty and individual character. Registration of a 
design confers on its proprietor the exclusive right to use the design and any design 
which does not produce a different overall impression on the informed user, ‘use’ 
comprising making, offering, putting on the market, importing, exporting, using, or 
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stocking a product in which the design is incorporated or to which the design is applied. 
Registered Designs Act 1949 sections 1, 7. 
 
Registered Proprietor  
The person whose name appears on the register of patents, the register of designs, or 
the register of trade marks as the owner of the right in question. 
 
Registrable Transaction  
A property dealing in respect of a registered trade mark, the details of which must be 
entered on the trade marks register. Failure so to record may affect the award of costs 
in an infringement action. Such dealings include assignments, licences, mortgages, 
probate assent, and court orders. Trade Marks Act 1994 section 25. 
 
Relative Grounds  
An objection which may be raised against an application for a registered trade mark 
which involves a comparison of the mark with earlier rights. Such rights are usually 
previously registered trade marks, whether on the United Kingdom, EU, or International 
registers, or well-known marks, but can also be earlier copyright or designs, and earlier 
unregistered marks which are entitled to protection under the law of passing off. Such 
objection can only be brought by the owner of the earlier right. Trade 
Marks Act 1994 section 5. 
 
Renewal Fees  
In the case of United Kingdom patents, registered designs, and trade marks, the fees 
which must be paid in order to keep the right alive. For patents, renewal fees are 
payable annually, from the fifth year onwards; for registered designs, renewal fees are 
payable every five years on four occasions only, giving a maximum term of 25 years; in 
the case of trade marks, renewal fees are payable every 10 years on an unlimited 
number of occasions. In each case, the filing date is the date from which the calculation 
of the renewal date is made. Patents Act 1977 section 25; Registered Designs Act 1949 
section 8; Trade Marks Act 1994 sections 42–43. 
 
Restoration  
The return to the register of a patent, design, or trade mark which had previously lapsed 
due to non-payment of a renewal fee. Patents Act 1977 section 28; Trade Marks Act 
1994 section 43; Registered Designs Act 1949 section 8. 
 
Revocation  
In the case of patents, the total or partial removal of a patent from the register of 
patents, as from the filing date, on the grounds that it is not a patentable invention, has 
been granted to the wrong person, has an insufficient description, or has been the 
subject of impermissible amendment either to the description or the claims. Patents Act 
1977 sections 72–74. In the case of registered trade marks, the total or partial removal 
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of a trade mark prospectively from the register on the ground that it has been the 
subject of mismanagement since the date of registration. Mismanagement comprises 
non-use, generic use, or deceptive use. Revocation of a registered mark does not 
normally remove liability for acts of infringement committed between the date of 
registration and the date of removal from the register. Trade Marks Act 1994 section 46. 
 
Rome Convention  
The International Convention for the Protection of Performers, Producers of 
Phonograms and Broadcasting Organisations. The principal multilateral convention 
dealing with so-called neighbouring rights, namely performances, sound recordings, and 
broadcasts. It was signed at Rome in 1961. It is administered by WIPO and obliges 
Contracting States to observe the principle of national treatment. 
 
Search Order  
Formerly known as the Anton Piller order, an interim order made by a court before the 
hearing of the action. It requires the defendant to admit the claimant’s solicitor to 
premises for the purposes of preserving evidence of infringing conduct. Civil 
Procedure Act 1997 section 7 and Civil Procedure Rules Part 25. 
 
Search Report  
In the case of patents, the report produced by the Patent Examiner which identifies 
documents against which the patent application is to be compared for the purposes of 
novelty and inventive step. 
 
Sign  
The subject matter of trade mark protection. 
 
Skilled Addressee  
The hypothetical person to whom a patent specification is deemed to be addressed. 
The qualifications of such person will depend on the field of technology with which the 
patent is concerned and the level of sophistication of the invention. The skilled 
addressee is also deemed to have the common general knowledge of those working in 
that area. Such person does not possess a spark of inventiveness, but would conduct 
experiments deemed to be technically worthwhile. 
 
Sole Licence  
A licence of an intellectual property right whereby the owner of the right undertakes not 
to appoint any other licensees, but remains free to exploit the right itself. 
 
 
Specification  
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One of the documents which must be provided when applying for a patent. It will consist 
of a description of the invention and the claims, and must be accompanied by any 
drawings referred to in the description. Patents Act 1977 section 14. 
 
Statement of Goods and Services  
A trade mark registration must be in respect of particular goods or services, as listed in 
the Nice Agreement. A statement of the goods and/or services in respect of which the 
mark is to be registered must be included on the trade mark application form. 
 
Substantive Examination  
A step in the procedure for the grant of a United Kingdom patent, in which the Patent 
Examiner will scrutinise the application in the light of the Search Report to determine 
whether the application complies with the patentability requirements of the Act. Such 
step must be initiated by the patent applicant. Patents Act 1977 section 18. 
 
Sufficiency  
The requirement in patent law that the description of the invention must be clear and 
complete enough to enable the skilled addressee, armed with common general 
knowledge, to perform the invention. Insufficiency is a ground of revocation. 
Patents Act 1977 sections 14, 72. 
 
Threats Action  
A civil action brought against any person who unjustifiably threatens another with 
proceedings for the infringement of a patent, registered design, unregistered design 
right, or registered trade mark. The claimant is any person aggrieved by those threats 
and need not be the direct recipient of the communication that infringement proceedings 
will be taken. Remedies include a declaration of unjustified threats, an injunction against 
the continuation of the threats, and damages. Patents Act 1977 section 70, Registered 
Designs Act 1949 section 26, CDPA 1988 section 253, Trade Marks Act 1994 section 
21. 
 
Trade Mark  
The category of intellectual property right which protects a brand name or any other sign 
used in the course of trade to indicate the commercial origin of goods. Protection may 
be obtained through registration, or by use. In the case of a used but unregistered mark, 
protection is by means of the action for passing off. To be registered, a trade mark must 
consist of a sign, which is capable of graphic representation and capable of 
distinguishing. The sign must not prevent from registration by any of the absolute or 
relative grounds of refusal. Registration confers on the proprietor the exclusive right to 
prevent anyone not having their consent from using in the course of trade an identical or 
similar sign in relation to the identical, similar, or dissimilar goods or services, ‘use’ 
comprising affixing the sign to goods, offering or exposing the goods for sale, putting 
them on the market, stocking the goods or supplying or offering to supply services, 
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importing or exporting goods under the sign, and using the sign on business papers or 
in advertising. Trade Marks Act 1994 sections 1, 3, 5, 9, 10. 
 
Trade Secret  
Another name for Confidential 
Information in a commercial context. 
 
Treaty on the Functioning of the  
The name of what used to be called the Treaty of. 
 
European Union (TFEU)  
Rome, the renaming being the result of the Treaty of Lisbon. 
 
TRIPs  
The Trade Related Aspects of Intellectual Property Agreement 1994. One of the 
agreements overseen by the WTO. TRIPs provides for a minimum ‘floor of rights’ for all 
major categories of intellectual property. It builds on what has gone before by 
incorporating the fundamental principles of the Paris, Berne and Rome Conventions, 
and requires its Contracting States to accede to the latest versions of these (and other) 
treaties. 
 
Unfair Competition  
Any act of competition which is contrary to honest practice in industrial and commercial 
matters. Although the Paris Convention 1883 obliges its Contracting States to provide 
redress against unfair competition, there is no specific action for unfair competition 
under United Kingdom law. 
 
United Kingdom Intellectual Property Office 
(UKIPO) The name since 2007 of the United Kingdom Patent Office. 
 
Universal Copyright Convention (UCC)  
First signed in Geneva in 1952, with the revised version being signed in Paris in 1971, it 
is administered by the United Nations Educational, Scientific and Cultural Organisation 
not WIPO. It provides for copyright protection for ‘literary, scientific and artistic works’ 
but such protection is less than that found in the Berne Convention. The UCC requires 
use of the © symbol accompanied by the name of the copyright owner and the date of 
first publication as the maximum formality a contracting state can require in order to 
protect a work originating from another contracting state. 
 
Unregistered Design Right  
Under United Kingdom law, the category of intellectual property rights which protects 
any aspect of the shape or configuration (whether internal or external) of the whole or 
part of an article. The design must be original, not commonplace, and recorded. Design 
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right confers on its owner the exclusive right to reproduce the design for commercial 
purposes by making articles to that design. The criteria for the protection of an EU 
unregistered design right are different, corresponding to those for a registered design. 
CDPA 1988 sections 213, 226. 
 
Utility Model  
A type of intellectual property right obtainable in certain countries (not the United 
Kingdom) similar to a patent and granted for technical inventions which are new but 
involve a small inventive step. It is cheaper and quicker to obtain than a patent (there is 
no prior art search to assess validity) and has a shorter term of protection. The EU 
Commission proposed the introduction of utility model protection for the EU in 1997 but 
no progress has been made. 
 
Validity  
Whether a patent, registered design or trade mark meets the substantive requirements 
of the relevant legislation so as to qualify for protection. 
 
Variant  
A difference between the wording of a claim in a patent and the defendant’s alleged 
infringing product or process. Whether this difference falls within the language of the 
claim (and so infringes the patent) is determined through the eyes of the skilled 
addressee, the claim being given a purposive construction. 
 
Well-known mark  
A trade mark which is accorded special protection under the Paris Convention and the 
TRIPs Agreement. Whether a mark is well-known depends on a number of factors, 
including the degree of recognition of the mark in the relevant sector of the public, the 
duration, extent and geographical area of its use, the duration and geographical area of 
its promotion, the extent of any registrations for the mark, and the record of its 
successful enforcement. Trade Marks Act 1994 section 56. 
 
WIPO World Intellectual Property Organisation  
A specialist agency of the United Nations established in 1967 which is responsible for 
the promotion of the protection of intellectual property throughout the world by means of 
co-operation between States. It oversees and administers a number of multilateral 
treaties dealing with intellectual property. These treaties are categorised by WIPO itself 
as protection treaties (establishing minimum standards for the various categories of IP 
rights), global protection systems (which facilitate multiple national fi lings), and 
classification treaties. 
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Work  
The subject matter of copyright protection. In United Kingdom law, copyright protects 
literary, dramatic, musical and artistic works, films, sound recordings, broadcasts, and 
printed editions. CDPA1988 section 1. 
 
WTO  
World Trade Organisation. The international organisation which came into being as a 
result of the Uruguay Round of the General Agreement on Tariffs and Trade 1986–
1994. Its principal objective is to promote free trade between states by overseeing and 
enforcing the rules of international trade. It overseas a number of international 
agreements, including the TRIPs Agreement. A key element of WTO is its dispute 
resolution mechanism. 

 


