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INTELLECTUAL PROPERTY DIRECTIONS: ORC 

END OF CHAPTER REFLECTIVE QUESTIONS: SUGGESTED ANSWERS 

Chapter 15 

‘The decision of the European Court of Justice in Arsenal v Reed is a disaster for business.  

Its ruling on what constitutes trade mark use is so wide there is a real danger that powerful 

brands will become unfair monopolies’. 

Discuss. 

Suggested answer: 

The good answer will: 

 Begin by explaining the context of the issue, namely the wording of Article 5 of the 

Trade Marks Directive when compared with the wording of sections 9 and 10 of the 

Trade Marks Act 1994, and in particular the phrase ‘use as a trade mark’ in section 9 

TMA; 

 Set out the various functions of trade marks (origin, product differentiation, guarantee 

and advertising), noting the implications of each for trade mark owners, consumers 

and competitors; 

 Set out and illustrate from decided cases what the issue of ‘trade mark use’ meant 

under the Trade Marks Act 1938, as amended; 

 Give a clear account of the facts in Arsenal v Reed and of the decision of Laddie J at 

first instance, the ruling of the ECJ, the views of Laddie J when the case returned 

from Luxembourg and the judgment of the Court of Appeal; 

 Explain what the ECJ said about the requirement of ‘trade mark use’ and in particular 

its observation about giving the trade mark owner rights against those who wish to 

take unfair advantage of the mark; 

 Deal precisely with those decisions since Arsenal v Reed which have considered 

further the issue of ‘trade mark use’, namely Opel v Autec, Céline, and the various 

‘adwords’ cases, all of which stress the importance of how the use of the mark 

appears to the consumer; 

 Come to a conclusion on the issue in the question, namely whether Arsenal is a good 

or bad decision (and for whom), or whether in fact it merely marks the beginning of a 

series of cases in which the ECJ has gradually refined (and will continue to refine) its 

thinking. 


