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INTELLECTUAL PROPERTY DIRECTIONS: ORC 

END OF CHAPTER REFLECTIVE QUESTIONS: SUGGESTED ANSWERS 

Chapter 6 

‘Any attempt to amend the Protocol to Article 69 of the European Patent Convention by 

inserting a reference to obvious equivalents is a complete waste of time.  It will not make 

United Kingdom courts change their minds about the interpretation of patent claims’. 

Discuss. 

Suggested answer: 

The good answer will: 

 Begin by explaining the ‘traditional’ United Kingdom literal approach to patent claim 

interpretation so that ‘what is not claimed is disclaimed’ and how, over the years, 

various attempts have been made (notably by Lord Reid in Van der Lely v Bamford 

and in Rodi & Wienenberger v Showell) to introduce a less pedantic approach with 

emphasis on what the invention does rather than on the wording of the claims; 

 Explain the wording of Article 69 EPC 1973 and its Protocol, with reference to 

Sherman’s criticism of the same; 

 Consider the initial response to the Protocol in Improver v Remington and how 

Hoffmann J (as he then was) restructured Lord Diplock’s Catnic question.  There 

should be an attempt to criticise both Catnic (was it as revolutionary as alleged) and 

Improver itself (does the third question over-emphasise the wording of the claims); 

 Consider cases subsequent to Improver, particularly Wheatley v Drillsafe; 

 Analyse the impact of Kirin-Amgen and Lord Hoffmann’s speech in which he appears 

to return to the original Catnic question and also changes his mind about the 

significance of context to the interpretation of claims.  Also to be noted are his 

comments that, in contrast to the law in the USA, United Kingdom law does not 

recognise a doctrine of equivalents; 

 Explain and discuss the changes to the wording of Article 69 and its Protocol in EPC 

2000; 

 Given Lord Hoffmann’s statement in Kirin-Amgen that there is not in the United 

Kingdom a doctrine of equivalents and the latest re-statement to the same effect by 

Jacob LJ in Virgin Atlantic Airways Ltd v Premium Aircraft Interiors UK Ltd, consider 

critically whether United Kingdom courts are likely to apply the revised Protocol or 

whether the Kirin question in effect prevents this occurring. 

 


