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INTELLECTUAL PROPERTY DIRECTIONS: ORC 

END OF CHAPTER REFLECTIVE QUESTIONS: SUGGESTED ANSWERS 

Chapter 4 

‘Despite the alleged use of objective criteria when deciding the key issues in patent cases, 

there are too many opportunities for a court to manipulate these in order to achieve a 

desired outcome’.   

Discuss. 

Suggested answer: 

The good answer will: 

 Begin by identifying the issues which normally have to be considered by a court 

when dealing with actions for patent infringement, namely the background to the 

invention, the inventive concept, the skilled addressee, their common general 

knowledge and claim construction, all of which have to be dealt with before liability 

for infringement and the validity of the claims; 

 Note that these issues all have to be decided in the interests of objectivity (with the 

court being assisted by expert witnesses) so that the opinions and abilities of the 

claimant and defendant are irrelevant; 

 Consider how the identification of the inventive concept (vital to a finding of 

infringement – Schütz v Werit) may produce judicial disagreement, as illustrated by 

the split decision of the Court of Appeal in Wheatley v Drillsafe; 

 Consider how the identification of the skilled addressee and their common general 

knowledge is another area where the outcome of the case will be affected by judicial 

choice.  Illustrations which can be given include Lord Diplock’s choice of the skilled 

addressee in Catnic (a building site foreman) (echoed in the later case of Ancon Ltd v 

ACS Stainless Steel Fixings Ltd); and HHJ Fysh’s choice of the skilled addressee in 

Dyson v Hoover (a graduate engineer with practical experience of vacuum cleaners 

but not of cyclone technology); 

 In relation to claim construction, consider how the current United Kingdom emphasis 

on what the skilled addressee would understand the language of the claim to mean 

(Kirin-Amgen) means that the choice made by a patent attorney when drafting the 

patent documents so as to ensure successful completion of a patent application 

between descriptive and precise words may have significant implications many years 

later should there be a patent infringement action.  Illustrations which can be given 

include Improver v Remington itself (the use of the words ‘helical spring’ were 

conclusive of a finding of non-infringement in the United Kingdom but not elsewhere); 

Daily v Berchet (‘a braking arrangement associated with the rear wheels’); Corus UK 

Ltd v Qual-Chem Ltd (‘tailored’); Occlutech GmbH v Aga Medical Corporation (a 
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‘clamp’ versus a ‘weld’); Boegli-Gravures SA v Darsail-ASP Ltd (‘pyramidal-shaped 

teeth’ for embossing foil); 

 Conclude by debating whether the ability of judges to decide these key issues has 

introduced undesirable uncertainty into the law which does not assist litigants and 

their advisors. 

 


